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1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 1-4, drawn to a method of rotational molding, classified in class 264, 
subclass 310. 

II. Claim 5, drawn to a rotational mold, classified in class 425, subclass 425. 

III. Claims 6-16, drawn to an actuating venting assembly, classified in class 425, 
subclass 472. 

The inventions are distinct, each from the other because of the following reasons: 

2. Inventions of Group I and Groups II and III are related as process and apparatus for its 
practice. The inventions are distinct if it can be shown that either: (1) the process as claimed can 
be practiced by another and materially different apparatus or by hand, or (2) the apparatus as 
claimed can be used to practice another and materially different process. (MPEP § 806.05(e)). 
In this case the apparatus as claimed can be used to practice another and materially different 
process such as one that does not require heating or cooling of the mold, or such as one that does 
not require venting upon a predetermined condition (i.e. venting at random times). 

3. Inventions of Group II and Group III are related as combination and subcombination. 
Inventions in this relationship are distinct if it can be shown that (1) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and (2) that 
the subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the 
instant case, the combination as claimed does not require the particulars of the subcombination 
as claimed because the combination mold does not require a venting assembly whose housing 
has an internal cylinder. The subcombination has separate utility such as a venting assembly for 
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a non-rotational mold such as a tire vulcanizing mold, a mold for blow molding, or a gas-assisted 
injection mold. 

4. Because these inventions are independent or distinct for the reasons given above and 
have acquired a separate status in the art in view of their different classification, and because of 
their recognized divergent subject matter, restriction for examination purposes as indicated is 
proper. 

5. During a telephone conversation with David King in January 2006, a provisional election 
was made without traverse to prosecute the invention of Group III, claims 6-16. Affirmation of 
this election must be made by applicant in replying to this Office action. Claims 1-5 are 
withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being drawn to a 
non-elected invention. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the 
inventorship must be amended in compliance with 37 CFR 1.48(b) if one or more of the 
currently named inventors is no longer an inventor of at least one claim remaining in the 
application. Any amendment of inventorship must be accompanied by a request under 37 CFR 
1.48(b) and by the fee required under 37 CFR 1.1 7(i). 

7. The drawings are objected to under 37 CFR 1.83(a). The drawings must show every 
feature of the invention specified in the claims. Therefore, the stem being "removable attached 
to the body of the piston" (claim 10) and the body of the piston and the stem being "separate but 
adjacent" (claim 15) must be shown or the feature(s) canceled from the claim(s). No new 
matter should be entered. 
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Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in reply to 
the Office action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the sheet, 
even if only one figure is being amended. The figure or figure number of an amended drawing 
should not be labeled as "amended." If a drawing figure is to be canceled, the appropriate figure 
must be removed from the replacement sheet, and where necessary, the remaining figures must 
be renumbered and appropriate changes made to the brief description of the several views of the 
drawings for consistency. Additional replacement sheets may be necessary to show the 
renumbering of the remaining figures. Each drawing sheet submitted after the filing date of an 
application must be labeled in the top margin as either "Replacement Sheet" or "New Sheet" 
pursuant to 37 CFR 1.121(d). If the changes are not accepted by the examiner, the applicant will 
be notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 

8. Claim 10 is objected to because of the following informalities: in claim 10, "removable 
attached" should be -removably attached-. Appropriate correction is required. 

9. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

10. Claims 6-16 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

In claim 6, line 2, "a housing having for attachment" is unclear and apparently 
incomplete. 
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Claim 9 should depend from claim 8 in order to provide proper antecedent basis for "the 
piercing tip". 

In claim 11, line 3, "the internal cavity" lacks proper antecedent basis in the claim. 

Claim 15 is indefinite in that the body of the piston and the stem being "separate but 
adjacent" is contrary to the claim recitation in independent claim 6 (lines 6-7) of "the stem 
extending from the body of the piston". 

In claim 16, -said- should be inserted before "vent passages" to clearly refer to the 
previously-recited vent passages (see claim 6 at line 5). 

11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

12. Claims 6, 8, 10, 1 1, 14 and 16 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Clark et al. (U.S. Patent 5,482,721; Figures 3-5). 

Clark et al. teach an actuating venting assembly 98 comprising a housing 125 having 
means 100 for attachment to an opening in a mold, the housing having an internal cylinder 140; a 
movable piston including a body 136 mounted in the internal cylinder and a stem extending from 
the body, a threaded attachment of the stem to the piston body being clearly shown in Figures 3 
and 5 (such threaded attachment being an "integral" attachment as claimed in claim 14; see In re 
Clark, 102 USPQ 241; In re Kohno, 157USPQ 215;In reDike, 157 USPQ 581; andln reHotte, 
111 USPQ 326), the stem having vent passages 1 12 comprised of longitudinally extending 
grooves; and a piercing tip 120 located at the distal end of the stem. Note that pneumatic inlet 
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aperture 152 communicating with the mold-side of the internal cylinder reads on the piston 
retraction means for moving the piston away from the mold cavity as claimed in claim 11. 

13. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

14. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

15. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

16. Claims 9 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable over Clark et 
al. (U.S. Patent 5,482,721; Figures 3-5). 
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Clark et al. disclose the actuating venting assembly substantially as claimed, except for 
the piercing tip being removably attached to the stem (claim 9), and except for the piston 
retraction means being a spring (claim 12). However, with regard to the piercing tip being 
removably attached to the stem, it has been held to be within the general level of skill in the art 
to provide a structure as being made of separable portions (see In re Dulberg, 129 USPQ 348), 
and it would have been obvious to a skilled artisan to have provided the piercing tip 120 of Clark 
et al. as being removably attached (i.e., separable) in order to facilitate repair or replacement of 
the stem tip without requiring removal of the entire stem or piston assembly. With regard to the 
piston retraction means being a spring, it would have been obvious and well within the level of 
ordinary skill in the art at the time of the invention to modify Clark et al. by providing the means 
to retract the piston as a spring, since such were equivalent means' for applying a retracting force 
to the piston, and thus to the stem, to bias the piston and stem away from the mold cavity; in 
other words, mechanical spring piston retraction means are known equivalents to pneumatic 
piston retraction means, and it would have been obvious to a skilled artisan to utilize either of the 
known equivalents in the venting assembly of Clark et al. for the same purpose. 
17. Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Clark et al. (U.S. 
Patent 5,482,721; Figures 3-5) in view of Boyce et al. (U.S. Patent 6,280,176). 

Clark et al. disclose the actuating venting assembly substantially as claimed, except for 
the piercing tip being made of PEEK or PTFE. Boyce et al. disclose a mold vent being made of 
heat-resistant PEEK or PTFE. It would have been obvious to one of ordinary skill in the art at 
the time of the invention to modify Clark et al. by providing the piercing tip as being made of 
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either PEEK or PTFE in order to provide a heat resistant venting assembly, as suggested by 
Boyce et al. 

18. Claims 7 and 15 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 2nd paragraph, set forth in this Office action and to include all of the limitations of 
the base claim and any intervening claims. 

The prior art of record does not teach or fairly suggest an actuating venting assembly 
wherein the stem is a hollow tube having one or more venting passages adjacent to the distal end 
and one or more venting passages in proximity to the piston body in communication through a 
central opening or bore end in the hollow tube, as claimed in claim 7, or wherein the body of the 
piston and the stem having vent passages are separate but adjacent, as claimed in claim 15. 

1 9. The prior art made of record and not relied upon is considered pertinent to applicants 
disclosure. 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James Mackey whose telephone number is 571-272-1 135. The 
examiner can normally be reached on M-F, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Duane Smith can be reached on 571-272-1 166. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




James Mackey 
Primary Examiner 
Art Unit 1722 



February 14, 2006 




